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Art Unit: 3775 

DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Brosens et al. (US 6,156,006). 

Brosens et al. disclose a vaginal speculum assembly including: a first jaw 640 
having a first truncated engagement portion; a second jaw 642 pivotally connected to 
the first jaw, the second jaw having a second engagement portion; a first handle portion 
generally perpendicular to the first engagement portion; a second handle portion 
generally perpendicular to the second engagement portion; and a guide section or 
"mounting mechanism" 642 removably mounted to the first jaw to support an instrument 
or "inspection device" or combined Veress needle guide and ultrasound probe 
apparatus 700 wherein the mounting mechanism is detachable from the first jaw (Figs. 
18-19 and col. 17, lines 21-52 and col. 18, lines 1-13). 

Claims 1-6, 8-10, 13, 17 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Martin (US 3,320,948). 

Martin discloses a vaginal speculum assembly including: a first jaw 1 1 having a 
first truncated engagement portion; a second 14 pivotally connected to the first jaw, the 
second jaw having a second engagement portion; a first handle portion generally 
perpendicular to the first engagement portion; a second handle portion 23 generally 
perpendicular to the second engagement portion; and a mounting mechanism 4 
removably mounted to the first jaw to support an instrument or "inspection device" 
wherein the mounting mechanism is detachable from the first jaw. The mounting 
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mechanism includes a locking mechanism or fastener 61 that prevents movement of the 
inserted instrument with respect to the first jaw. Martin further discloses the mounting 
mechanism to have a rocker or housing or first clamping element 40 connected to a 
shaft 31 and a second clamping element 35 pivotally receiving first clamping element 40 
(Fig. 3, col. 3, lines 44-75, col. 4 and col. 5, lines 1-15). 

With regard to the recitation in claim 13, "adapted to be inserted through a 
channel in said first jaw," it has been held that the recitation that an element is adapted 
to perform a function is not a positive limitation but only requires the ability to so perform 
and does not constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 
138. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-13, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Brosens et al. (US 6,156,006) in view of Tepper (US 6,371,973). 

Brosens et al. disclose all elements of the claimed invention except for the 
specific details of the mounting mechanism or mounting configuration. 

Tepper teaches an instrument mount including: a housing 32; first clamping 
element 34; a second clamping element or locking mechanism 35 that when engaged or 
locked to second clamping element 35 prevents movement of an instrument such as an 
ultrasound probe with respect to the instrument that it is attached to; and a fastener or 
pins 44 that secure the first clamping element to housing 32 (Fig. 3, col. 7, lines 26-67 
and col. 8, lines 1-17). 

The substitution of one known instrument mounting mechanism (as taught by 
Tepper) for another known instrument mounting mechanism (as disclosed by Brosens 
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et al.) would have been obvious to one of ordinary skill in the art at the time of the 
invention since this amounts to simple substitution of one known type of mounting 
mechanism for another and would have yielded predictable results, namely, removable 
attachment of an ultrasound probe to an instrument, for e.g. a speculum. 

With regard to the limitation "adapted to be inserted through a channel in said 
first jaw," it has been held that the recitation that an element is adapted to perform a 
function is not a positive limitation but only requires the ability to so perform and does 
not constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Martin 
(US 3,320,948) in view of Wong et al. (US 6,969,166). 

Martin discloses all elements of the claimed invention except for an instrument 
such as an ultrasound probe. 

Wong et al. teach attaching an instrument, for e.g. an ultrasound probe, to a 
speculum, to permit ultrasound visualization during procedures. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have attached an instrument, such as an ultrasound 
probe, as taught by Wong et al., to the Martin device to enable ultrasound visualization 
during procedures, since it was well known in the art to attach an instrument, such as an 
ultrasound probe, to a speculum. 

Allowable Subject Matter 

Claims 14-16 and 19 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anu Ramana whose telephone number is (571) 272- 
4718. The examiner can normally be reached Monday through Friday between 8:00 am 
to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached at (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AR 

March 14, 2009 



/Anu Ramana/ 

Primary Examiner, Art Unit 3775 



